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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)K Responsive to communication(s) filed on 26 September 2005 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-4 and 6-14 is/are pending in the application. 
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5) n Claim(s) is/are allowed. 

6) KI Claim(s) 1-4 and 6-14 is/are rejected, 
?)□ Claim(s) is/are objected to. 

8) D Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner 

10)KI The drawing(s) filed on 26 September 2005 is/are: a)IE accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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DETAILED ACTION 
Acknowledgments 

1 . Acknowledgment is made of the amendment filed 9/26/05. 



Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-4 and 6-14 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Claim 1 recites "a powertrain of a vehicle. ..comprising. ..a thermal engine.. .an 
energy storage. ..an electric motor... wherein at least part of filtered air from an air filter 
of the thermal engine is made to pass in such a way that at least part of the electric 
motor will obtain cooling from the filtered air". 

Written description for the above recitation is lacking due to the following: 
A) The support for the above recitation is believed to come from the fourth 
paragraph of page 25 of the specification. This paragraph teaches that "engine input 
air", "air for the cooling of cooling oil or water", or "air for the cooling of battery cells" 
may be used to cool the motor. 
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However, note that in some cases, such as air to cool engine oil or battery cells, 
that it is not apparent that this air is "filtered" from an "air filter of the thermal engine". 
B) In the case of "engine Input air", there is no teaching of how part of the air is 
"diverted" within the air filter, or "downstream" of the air filter which then enters an 
"engine intake", such as a fuel injector system, or carburetor and channeled to the air 
inlet 636 of the motor. Due to this, the Applicant did not have possession of the claimed 
invention of invention 1 . See claims 6 and 1 1 for a similar rejection. 
Note in contrast, that Takedomi, et al, US 2003/0226653, cited on form PTO 892 
included with this Office Action, goes into much more detail as to how engine inlet air is 
used to cool a motor. 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-4 and 6-14 are rejected under 35 U.S.C. 1 12, second paragraph, as 
failing to set forth the subject matter which applicant regard as his invention. 
A) It is considered unclear how filtered engine air is made to cool the motor as 
Set forth in claim 1 for reasons set forth in the 1 12 1st paragraph rejection of claim 1 
see above. For these reasons little patentable weight has been given to the limitation of 
the air being filtered and coming from the engine. 
See also claims 6 and 1 1 for a similar rejection. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

2. Claims 1, 6, 10. and 11 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Buschhaus et al. (US 5.713,425 A). 

Buschhaus et al. discloses a conventional hybrid vehicle comprising an engine 
10 with output shaft 14, electric motor 46, energy storage device 64, wherein either said 
engine or said motor are able to drive wheels, as shown in figure 1 . The air filter is an 
intended use and the limitation describing the source of cooling air is not found in the 
spec or drawings and therefore has not been given consideration. 
The method of claim 1 1 is inherently performed in the use of the apparatus of 
Buschhaus et al. recited above. 



Claim Rejections - 35 USC § 103 
3. Claims 2-4, 7-9. and 12-14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Buschhaus et al., as applied to claims 1, 6, and 11 above, and further 
in view of Ishida et al. (US 5,705,865 A). 

Buschhaus et al. does not disclose the rotor and stator windings of the motor as 
having airgaps for circulating air for cooling purposes. Ishida et al. discloses a motor for 
a vehicle comprising rotor and stator windings 34,32 and airgaps and channels "W" and 
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30, as shown in figures 3 and 4. It would have been obvious to one having ordinary skill 
in the art at the time of the invention to have provided the motor of Bruschhaus et al. 
with the motor cooling structure of Ishida et al. in order to cool the motor and prevent 

overheating. 

Response to Arguments 

4. Applicant's arguments filed 9/26/05 have been fully considered but they are not 
persuasive. With respect to the applicant's arguments concerning the 1 12 first 
paragraph rejection based on inadequate written disclosure, the claimed invention 
appears to be relying on filtered engine air as the novel subject matter. None of the 
recited limitation directed towards this feature Is found in the drawings or spec. If the 
applicant wishes to rely on this structure as patentable then it must be adequately 
disclosed in the spec and drawings, or else removed from the claims. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey J. Restifo whose telephone number is (571)272- 
6697. The examiner can normally be reached on M-F 10-7. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Ellis can be reached on (571) 272-6914. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



